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rCERTlFICATE OF TRANSMISSION BY FACSIMILE (37 CFR L8) 

!Applicant($): Kinberly Murlcy 

Docket No. 
0942-00311 

AppHcation No. 
10/686,251 

Filing Date 
10/15/03 

Exarniner 
UuknuWn 


Group Art Unit 
3765 

Invention: OFFSET SEAM SBWING PROCESS 




I hereby certify that this . Petition for E xicngioo of Time a nd Request for Rencw <> d Reconsideration of Pet 

is being fecslmile transmitted to the United States Patent and Trademark Office (Fax. No. (703) 872-9306 
on June 2, 2005 


Michel le Keydel 

(liped or Printed Uame t/ZWn Signing Cert^ai^ 

{SignatHrefi 


Note: each paper must have its own certificate of mailing. 


c CO m 
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TRANSMITTAL LETTER 
(General - Patent Pending) 


In Re Application Of: Kimberiy Murley 


Docket tio, 
0942-00311 


Application No. 
10/686,251 


Filing Date 
10/15/03 


Exanfifner 


Customer No. 
26659 


Group Art Unit 
3765 


Confirmation No. 
7618 


Title: offset seam SEwing process 


COMMISSIONER FOR PATENTS: 

Transmitted herewith is: 

Petition for Extension of Time Under 37 CFR M36(a) 

Request for Renewed Reconsideration of Petition Under 37 CFR L48 

Dedaration and Power of Attorney for Patent Applleation 


In the above identified application, 
a No additional fee is required. 

□ A check In the anr^ount of Is attached. 

El The Director is hereby authorized to charge and credit Deposit Account No. 04-1 131 
as described below, 
ia Charge the amount of ssho.oq 
12 Credit any overpayment, 
la Charge any additional fee required. 
U Payment by credit card. Form PTO-2038 is attached. 

WARNING: Information on thie form may become pubh'c. Credit card infonmatlon should not be 
included on thi9 fomii« Provide credit card infomiation and authorization on PTO-2038. 


Signature 

Michad T. Ragglo (Reg, No. 36»645) 

Raggio & Dinnin, P,C. 

2701 Cambridge Court, Ste. 41 0 

Auburn Hills, MI 48326 

(248)364-2100 


Dated: G 


cc: 


I hereby certify that this correspondence is being 
deposited with the UnRad States Pottal Senrice with 
sufficient postage as Rrst class mail in en envelope 
addressed to the Xommlssioner for Patsnts, P.O. Sox 
1460, Alexandria, VA 22313-1450* p7 CFR 1.6(a)] on 

Vw^l(VV-^^^^uA.^CA. \^J^ OA <^ 

SIgnatUft ^ Ptnoik MaUing CoTrespondoiet 
Mielielie Keydel 


lypal or Frtnua Nwne ^Fenon MaiOng Comspona^tnee 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Serial No: 10/686251 

Inventor: Kimberly Muiley RECEIVED 

CEmRAL FAX CENTER 

TiUe: Offset Seam Sewing Process jyj^ g ^ 20^ 

Filed: October 15, 2003 

Examiner: Nancy Johnson 
Law Office: Office of Petitions 
Attorney Docket No: 0942-003 1 1 


Commissioner of Patents ~~~~ ' 

United States Patent & Trademark Office 
PO Box 1450 

Arlington, VA 223 13-1450 

REQUEST FOR j^FNir WED RRroNSIDERATiniV 
OF PETITI ON UNDER 37 CFR SI ■4« 

This is a reply to the initial decision reftising the change of inventorship under 37 CFR 

§ 1 .48, Examiner had requested petitioner: 1) present further proof of diligent efifort to reach the 

non-signing inventors, 2) provide a statement of the last known address of inventors, and 3) 

present a prima facie case of proprietary interest. 

PROOF OF DILIGENT F.FFORT IN REACHING NON-SIGNING INVENTORS 

The status of the non-signing inventors has changed. Debra Ticnsivu has stated that she is 

not an inventor and has signed an affidavit along with a statement of no deceptive intent llie 

remaining inventor, Kimberly Murley, and the assignee, Irvin Automotive, have also signed 

statements agreeing to the change of inventorship. These documents are attached. 
06/03/2005 SFELEKEl OOOOOOM 041131 106S6251 
02 FCtl4M 130.00 M 
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Kimberly Murley has refused to siga an oath or declaration that Jivin Automotive. A letter 
from her attorney is included as well. 


LAST KNOWN ADDR ESS OF NQN-SlGNINf ; l?WElSfTQRS 
Kimberly Murley can be contacted through her attorney, Matthew J. Schmidt ofReising, 
Elhington, Barnes, Kisselle, P.C.. 201 West Big Beaver, Suite 400. Troy. Ml 48084. 

PROOF OF SUFFICIENT PROPRIETARY INTEREST 

A rule 47 applicant is required make out a prima facie case of proprietary interest ITiis 
interest can be shown through legal memorandum that an appropriate court of jurisdiction would 
by the weight of the authority of the jurisdiction award title of the invention to the rule 47 
applicant. Since the issue of employer-cmployee obligations to assign the rights to a patent does 
not arise out of patent law, and the inventor is a Michigan resident employed in Michigan, 
Michigan has both subject matter jurisdiction and personal jurisdiction.' The main issue in this 
case, whether the inventor-employee was employed to invent, is a question of fact^ A prima facie 
case of proprietary interest has been presented} 

The Michigan Supreme Court has held tiiat "the failure specifically lo allege an agreement 
between the parties that the corporation was lo be tiic owner of the inventwn" is not in itself 
insufBcienl. "It is sufficient tiiat such an ^ement or understanding can feirly be inferred from 
the facts pleaded,"* 

Ms. Murley submitted to Irvin on February 6, 2003 an invention disclosure for the process 
applied for. (Appended hereto). Ms. Murley lists "Irvin Automotive" in the tide block, which is an 
admission that die invention belongs to Lrvin. This alone, tfic inventor's own actions, establish that 
the inventor knew that the invention belonged to irvb. 
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The deiails of Ms, Miirley*s employment also confirm Irvin's right to the invention. Even 
though Ms. Murlcy has no college degree, she was promoted from sewing machine operator to 
associate engineer in 1992, and then in 1994 to product engineer, positions likely to be considered 
as hired to invent, a responsibility commensurate with her promotion from an hourly to a salaried 
employee and an increase in wages of approximately 33% to $32,240 per year. In 2000, Ms. 
Murley was promoted to "Development Supervisor'' and then on September 25, 2000 was given 
the title "Prototype and Development Manager". She received an increase in salary from $SS,000 
to $77,000 (a 40% increase) over a four month span. Ms. Murley was responsible for Irvin*s 
prototype shop from 2000 until February 3» 2003 (which she confirmed in writing on January 15, 
2003). On November 15, 2002, Ms. Murley was given the title of "Manager, VA-VE Cost 
Savings" (Value Analysis, Value Engineer) and tasked with reducing costs in the Irvin Seat Trim 
division (and received a $5»000 bonus for accepting the new assignment). Either of these positions 
clearly impose an obligation upon Ms. Murley under Michigan law to assign the invention to Irvin. 
It is also clear that the invention was clearly within Ms. Murley *s responsibilities and was 
conceived on Trvin's lime and with Irvin's materials. 

In this instance, an agreement can also be inferred from the signing of the 
nondisclosure/noncompetition agreement upon her promotion to Prototype and Development 
manager in 2000. Additional evidence that there was such an agreement are other inventions by 
similarly simated Irvin employees that were assigned to Irvin, including a January 2003 patent 
entitled "Sewing machine for close-tolerance stitching" which was developed under Ms. Murley.^ 

The Michigan Supreme Court has also held that if the facts show that an inventor- 
employee had been employed to devise a new device or make improvements to an existing device, 
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Ihe employer would be entitled to assignment of the patent^ The Courts reasoning was based 
upon their quote from U.S. v. Dublier Condemer: 

One employed to make an invention, who succeeds, during his term of service, in 
accomplishing that task, is bound to assign to his employer any patent obtained. The 
reason is that he has only produced what he was employed to invent. His invention is the 
precise subject of the contract of employment.^ 

The issue in Michigan focuses on whether the inventor-employee was hired to invent and Ms. 
Murley was hired to invent products for hrvin Automotive. 

Irvin was interested in reducing cost in its sewing processes during the time Ms, Murley 
was their Prototype Development Manager, and three months before her conception was reduced 
to writing, Ms. Murley was specifically tasked with cost reduction* This is one of the EXACT 
advantages achieved in the invention, reduction of the more expensive leather material. Ms. 
Murley was also acting as Irvin's Prototype Development Manager when the invention was 
conceived. The affidavit of Debra Tiensivu, provided by the inventor's attomeyji states that die 
inventor was her manager and, "specifically requested and instructed" Ms. Tiensivu to perform 
work on the invention in the prototype shop,* As the Prototype Development Manager at Irvin, 
Ms. Murley had a fiduciary duty to protect the Interests of Irvin and not abuse her position as 
manager. ^ Ms. Murley was employed to mans^e the development of Irvin' s inventions as her title 
of Prototype Development Manager would suggest Her recent departure from Irvin Automotive 
does not change this. 

Petitioner has shown a prima facie case of proprietary interest. Therefore, petitioner 
respectfully requests a reconsideration of petition under 37 CFR § 1.47(b). If you have any 
questions^ or if the applicant may provide any further information, the examiner is invited to 
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contact the undersigned. 


Respectfully submitted, 


RAGGIO & DnSTNIN, P.C. 



Michael T. Raggio (Rcfe. No. 36,645) 
2701 Cambridge Court, Suite 500 
Auburn Hills, Michigan 48326-2510 
(248) 364-2100 


Attorney for Applicant 


Dated; June 2, 2005 


^ A& C Engineering Co. vAtherholU 95 N.W:2d 871. 355 Mich 677. 681-682 (1959). LA. VomgSpring tSi Wire 
Corp. V. Faiby 292 N.W, 498, 293 Mich €02 ( 1940), Michigan Civi( Jurisprudence, Patents and Inventions, §34 
State Jurisdiction. 51. 

* Gear Grinding Machine Co. v. Stuher, 276 N. W. 514, 282 Mich. 455, 459 (1937). Issue was whether the inventor- 
employee was employed to invent. 

^ Smith V Glnhe Life fmurance Compajjy, 597 NW2d 28, 4^0 Mich. 446 (1999). 

* ^ A C Engineering Co. vAiherholt, 95 N.W.2d 87 U 355 Mich 677, 685 (1959). Order thai inventor-employee 
assign the patent rights to employer despite the lack of an explicit contract was affirmed. 

* U.S. Patents: 6,715,435; 6,709,039; 6,701,995; 6,543,832; 6,220,462; 6,213,186; 6,120,084; 6,039,105; 
5,947,358; 5,934,354; 5,813,449; 5,762,307; 5,749,618; 5,716,091; 4,999,599; 4,993,772; 4,988a 19; 
4,986,<J74; RE33,423 

* Gear Grinding at 462, 

' United Siaicci v. Duhiicr Condenser Corp,, 289 U.S. 178, 187 (1933). Inventor-employee could not exclude 
government-employer from using the Invention. 

* "At the direction of Kimberly Murley, my supervisor at the time, I transferred patterns gwen to mc by Ms, Murlcy 

onto Mylar, and cut out patterns from the Mylar, I did not perform any work beyond that specifically requested and 
instructed by Ms. Murley.'' See attached Affidavit of Debra J. Tienslvu. 
' LA, Young Spring & Wire Corp. v. Falls^ 292 N.W. 498, 293 Mich 602 (1940). Employee had fiduciary duty to 
employer, due to the nature of position, to protect the employer's patent rights. 
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LAW OFFICES 


. WrCHAEt D. APAMS 
DAVIOa. BURN6 
ROBERT C. C01*LINS 
ROa&RTLFARHtS 
FAANCldJ. ^DALE 
WILLIAM H. PftANQIS 

wiauM a oRfFmn 

ANDREW GHOVS 

KRIC r. .fONgfi 
JOMNP.L^ARMAN 
STEVEN CP 5ftM in- 
BRIAN L RIBANDO* 
MATTHEW J. SCI-JMIDT 
WILLIAM J. SCHRAMM 
JAMES D. STEVENS 
ST&VENB. WALMSLEV 
WfLUAM i. WAUSAMAN 
JOHNO-WRIfiKT 

•MEMBaROFTMB0.C.BAR 


R£IS1NG> ETHINGTON, BARNES, KiSSELLE, P.Q 

PATENTS, TRADEMARKS AND COPYRIGHTS 


QXUMBIAQEimER 

20J W. BIG BEAVER . Suite 400 

TMkt, MrCHIOAN 480$4 

UAIUm ADDRESS: 
PUD. BOK 4390 
ItoY, MlCMCAN 4^099-4390 

TEUPHONE] (24fi) 68?-3500 
. PAGSIMILBi (34 B) 689-4071 

. Ai^ust24,200+ 


S28i COLONrDftrVE NORTH 
SAG INAW, MICHIGAN 48603 
TELEPHONE: (900) 
FACSIMILE: (8B9) 7d2-dSB8 


STUART C. BARNES iaiO-1B6S 

JOHISt M. KISSELLE 191&-196a 

PAUL J,fteiSING 1883-1803 

PAUL J. BTHlNCTON t»©8'2003 


Ntr. Robert Dunn 

Dinnin &. Duim PC 

2701 Cambridge Ct - Suite 500 

Auburn mils, MI 48326 . . 
Rei KimMurley 
Dear Mr« Dunn: 

I represent Kim Miirley, and understand that Irvin Automotive Products (Irvin) filed a 
patent ^hcation entitled Ofeet Seam Sewing Process naming Ms. Murley a$ an inventor I 
also imderstand that Debra Tiensivu has been named as a co^inventor on this patent application. 

Upon investigation into this matter, we find no evidence that Ms. Tiensivu is an inventor 
or co-mventor of any subject matter m this patent appHcation. In fact, Ms. Tiensivu ha5 executed 
a swcm affidavit, attached as Exhibit A, that proves she is not an inventor al all, and cannot 
.1^"^ ^-.T.^^^*''- ^"^^ application, And we understand that prior to 

executing this affidavit Ms. Tiensivu requested that Irvin delete her from the listed inventors for 
this patent apphcation. 

Tvvf ^"^^^"^^ hccom^ apparent that the inventive subject matter was whoUy conceived bv 
. Ms. Murley. and that Ms. Murely is the tme and sole inventor of the subject matter of the noted 
patent apphcation. From our review of this matter we have determined that Irvin does not have 
^-nn "^^^T ^ invention, Ms. Murley is not under any obligation to assign 

f • ^^""J^Skts m this invention to Irvin. nor has she done so. Ms. Murley was not 
employed to. invent, was not offered nor given any consideration that would be a basis for Irvin 
uJ^' T there is no basis for hvin to claim a shop right or other 

™ f mvcmtion. Since Irvin has no proprietary interest in the inv^ti^S, it has no 
nght to prosecute this apphcation. 

In view of at least the above, and to avoid the appearance of fi:aud in the USPTO Ms 

unrnediately delete Ms. Tiensivu from the named inventors of 
apphcation; 2) W cease and desist from further prosecution of the noted patent application. 
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and 3) Irvin permit Ms. Murley to continue prosecution of the noted patent applicatio^n and all 
related applications. To facilitate correcting the inventorship error, T enclose a petition and 
appropriate declarations of Ms, Murley and Ms. Tiensivu (Exhibit B). 

Alternatively, Ms. Murley is, at this time, open to exploring amicable resolution of this 
matter with &vin, including possibly, granting an exclusive license to Irvin to practice her 
invention* I trust Irvin shares in Ms. Murley's desire for amicable* resolution and will respond 
accordingjy. 

Should Irvin fail to adequately respond on or before September 2, 2004, wc will advise 
Ms. Murley to make her position of record in the USPTO and otherwise seek all available 
remedies such as by, but not limited to, filing documents including the af&davit of Ms. Tiensivu 
in the patent ojBSce, provoking an interference, and filing a lawsuit Should Irvin disagree with 
any of the assertions in this letter, it would be helpful if frvin would state and support its position 
in return correspondence. 

If you have any questions, please do not hesitate to call me. 

Sincerely. 


MJS/jdg 
Enclosures 

cc. Kiraberly Murley 


Mr. Robert Dunn 
August 24, 2004 
Page 2 of 2 


REISING, ETHINGTON. 
BARNES, KI^SELJcE. P.C 



Matthew J. Schmidt 
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IN THE UNITED STATES PATENT ANI> TRADEMAKKOS^CE 

In re application of: Murley, Kitnberly 

Application No.: 10/686,251 Group No.: 

Filed: Octobo- 15, 2003 Examiner 
For Offi«^ Seam iSevring Process 

Commiisioiier for Fttteni& 
P.O. Box 1450 
Alezandria^VA 22313-14S0 

STATEMENT OF NO DECEPTIVE INTENT BY PERSON BEING 0EI£T£I> BY 
AMENDMENT TO DELXIE ORIGINAI. ERRONEOUSLY NAMED INVENTOR 
IN NONP&CmSmNAL^ AI^UCATION - DECIARATION 

I, the person who is being deleted as an investor by ^ amcndmisDi being 
submitted to ccnroct t&e invcmtozship of Hds application do tereby declsie that tie 
inventoiship enor in inrfiidfng my name ds an inventor an ^lis api^ication occurred 
without any deceptive intention on my part 



PA(X 2QQ3 ' RCVD AT 1 1 : 1 0:(I4 AM [Eastern Dayip 


Sent By: DINNIN & DUNN, P.C.; 1 248 364 2200; Jun-2-05 11:22AM; Page 21/23 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re ^plication of: Murley, Kimberly 

Application No.: 10/686^51. r?rrt„„M«. 
Filed: October 15, 2003 SSn^ 
For Offeet Seam Sewing Process ^' 

Conunissioner for Pate&fa 
P.O. Box 1450 

Al^andria, VA 22313.1450 

^^"^^S^^^SJ^SSSi^^^E OFINVENTORSHIPIN 
APPUCATION BY CORRECTLY NAMED nmJNTOR 

I agree to the change of inventorship of this patent 

of p^^t""^*^""* " '^^'^ *° *^ "^^"^''^ "^^^ of inventorship . 



Kimberly Ml 
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Practitioner*s Docket No. 0942-00311 Patent 

IN THE UNITED STATES PATENT AND TRADEMARK OFHCE 
Jn re application of: Oflset Seam Sewing Process 
The speciiication of which: 

(P) Q ^ hereto. 

0>) ^^was filed on 10/J 5/03 as Application No. 1 0/686,251, 

(c) Q described and ctaimed in international Application No. ; filed on 

and was amended on 

STATEMENT ESABLLSfflNG PROPRIETARY INTEREST BY PERSON SIGNING ON BEHAJLF OF 

NONSIGNING INVENTOR 


Rod Slobodifln 


Name of person making statement 

44257 LaDomain Drive ^tg fling Height. Ml 4K314 
Residing at 


T am the person signing the declaration on the above^identified application on behalf of the consieninu 
inventor and make this statement as to the facts establishing my proprie^ interest, consigning 

n. As of the date r signed ihe declaration for this application, the proprietary interest in this invention: 
Q belonged to me. 

1^ belonged to the following juristic person: 
Ifvin Auto motive Pmdn^ tQ 

Name of company or other juristic person — ^ — 
2600Cemcr Pointe Par^fw^y, Pontiac Mig^jgap 4^341 

Address of Company or other juristic person ' ~" ' — 

And I am authorized to sign the statement on behalf of the juristic person, my title being 
Secretary 

III. A. I establish the proprietary interest by 

□ Attaching a copy of the assignment of this Invention by the non-signing inventor. 
inventioP ^^""^'^^ ^ ^^Py agreement whereby (be non-signing inventor agreed to assign this 


OR 
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B. Q Although there is no assignment or written agreement to assign, a sufficient proprietary interest is 
demonstrated by the attached legal memorandum legal memorandum establishing that a court of 
competent jurisdiction would, by the weight of authority in that jurisdiction, award title b the 
mvention to me or the legaJ entity on whose behalf I have authority to sign. 

IV. ASSIGh4EE"S STATEMENT 

In accordance with 37 C.F.R, § 3.73 the assignee hereby state that the evidentiary documents with 
respect lo its ownership have been reviewed and thai to the best of assignee's knowledge and belief, title is in 
the assignee seekmg to take tliis action. » ^ i» m 

V, PROOF OF NEHD TO PREVENT IRREPARABLE DAMAGE OR PRESERVE THE RJGHTS OF THE 

PARTIES. s-^ wr # nii 


Date: 
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